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DETAILED ACTION 
Information Disclosure Statement 

1 . The examiner has considered the references listed in the Information Disclosure 
Statement (IDS) submitted on 9/30/2003 (see attached PTO-1449). 

Drawings 

2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: reference characters 100 (page 4, line 2), 200 {page 5, line 3), 500 {page 5, 
line 27) and 600 (page 6, line 3). Corrected drawing sheets in compliance with 37 CFR 
1 .121 (d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Objections 

3. The following quotation of 37 CFR 1 .75(a) is the basis of the objection: 

(a) The specification must conclude with a claim particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention or discovery. 
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4. Claims 1-32 are objected to under 37 CFR 1 .75(a) as failing to particularly 
point out and distinctly claim the subject matter which the applicant regards as his 
invention or discovery. 

Claims 1, 9, 17 and 25 recite the limitation "a paper document" (line 1 1 of claim 
1, line 8 of claim 9, line 12 of claim 17 and line 10 of claim 25) after the limitation "a 
paper document" was claimed in line 3 of claims 1,17 and 25 and in line 2 of claim 9. 
The applicant has failed to particularly point out and distinctly claim if the applicant is 
referring to the same, instant "paper document" or a unique and distinctly different 
"paper document" within these claims. All claims dependent upon these claims suffer 
the same deficiency and, therefore, are objected to as well. 

5. Claims 3, 11, 19 and 27 recite the limitation "a location of relevant markings" in 
line 2 of claims 3, 1 1 , 19 and 27 after the limitation "a location of relevant markings" was 
claimed in line 2 of the respective parent claims 2, 10, 18 and 26. The applicant has 
failed to particularly point out and distinctly claim if the applicant is referring to the 
same, instant "location of relevant markings" or a unique and distinctly different 
"location of relevant markings" within these claims. 

6. Claims 5, 7, 13, 15, 21, 23, 29 and 31 recite the limitations "a paper document" 
(line 2 of claims 5, 7, 13, 21, 23 and 31 and line 3 of claim 15 and 29) after the limitation 
"a paper document" was claimed in the respective parent claims (line 3 of claims 1,17 
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and 25 and line 2 of claim 9). The applicant has failed to particularly point out and 
distinctly claim if the applicant is referring to the same, instant "paper document" or a 
unique and distinctly different "paper document" within these claims. All claims 
dependent upon these claims suffer the same deficiency and, therefore, are objected to 
as well. 

7. Claims 7 and 23 recites the limitation "an image generating device" in line 3 of 
both claim after the limitation "an image generating means" was claimed in line 2 of the 
respective parent claims 1 and 17. The applicant has failed to particularly point out and 
distinctly claim if the applicant is referring to the same, instant "image generating 
device" or a unique and distinctly different "image generating device" within these 
claims. 

Appropriate correction is required. 

Claim Rejections -35USC§112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1-8 and 17-24 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

10. Regarding claims 1 - 4, 8, 17 - 20 and 24, the phrases "adapted to" and 
"adapted for" render the claim indefinite because it is unclear whether the limitations 
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following the phrase are part of the claimed invention. See MPEP § 2173.05(d), 
2111.04. 

Description of examples or preferences is properly set forth in the specification 
rather than in the claims. If stated in the claims, examples and preferences may lead to 
confusion over the intended scope of a claim. See MPEP 2173.05(d). 

The phrase "adapted to" or "adapted for" is language that suggests or makes 
optional but does not require steps to be performed or does not limit a claim to a 
particular structure; therefore, it does not limit the scope of a claim or claim limitation. 
See MPEP 2106 II (c). 

Where means plus function language is used to define the characteristics of a 
machine or manufacture invention, such language must be interpreted to read on only 
the structures or materials disclosed in the specification and "equivalents thereof that 
correspond to the recited function. See MPEP 2106 II (c). 

The Applicant discloses several preferred embodiments wherein the certain 
functions are carried out "by any suitable means" such that the claimed means cannot 
be clearly correlated to the elements set forth in the written description that perform the 
recited step or function (see Specification [page 4, lines 4, 13- 14, 18- 19, 21, 28, 
page 5, lines 6, 8, 10- 13, 20, 26, page 6, lines 2,4,7- 8, 13, 16, 18, and 26]). 

All claims dependent upon these claims suffer the same deficiency and, 
therefore, are rejected as well. 



Claim Rejections - 35 USC § 101 
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11. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

12. Claims 1-32 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentable utility. 

Claims 1-32 are drawn to practical applications that DO NOT produce a 
useful, concrete and tangible result. 

In determining whether the claim is for a "practical application," the focus is not 
on whether the steps taken to achieve a particular result are useful, tangible and 
concrete, but rather that the final result achieved by the claimed invention is "useful, 
tangible and concrete." AT&T, 172 F.3d at 1358, 50 USPQ2d at 1451. 

The tangible requirement does not necessarily mean that a claim must be tied to 
a particular machine or apparatus or must operate to change articles or materials to a 
different state or thing. However, the tangible requirement does require that the claim 
must recite more than a § 101 judicial exception, in that the process claim must set 
forth a practical application of that §101 judicial exception to produce a real-world 
result. Benson , 409 U.S. at 71-72, 175 USPQ at 676-77. 

13. Claims 17- 32 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claims 17 and 25 are drawn to non- 
functional descriptive material. MPEP 2016.IV.B.1(a) (Nonfunctional Descriptive 
Material) states: 
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"Descriptive material that cannot exhibit any functional interrelationship with the way in which 
computing processes are performed does not constitute a statutory process, machine, manufacture or 
composition of matter and should be rejected under 35 U.S.C. 101." 

"Where certain types of descriptive material, such as music, art, photographs and mere arrangements 
or compilations of facts or data, are merely stored so as to be read or outputted by a computer without 
creating any functional interrelationship, either as part of the stored data or as part of the computing 
process performed by the computer, then such descriptive material alone does not, impart functionality 
either to the data as so structured, or to the computer." 

"For example, music is commonly sold to consumers in the form of a compact disc. In such cases, the 
know compact disc acts as nothing more than a carrier for nonfunctional descriptive material. The 
purely nonfunctional descriptive material cannot alone provide the practical application for the 
manufacture." 

MPEP 2106.IV.B.1 (Nonstatutory Subject Matter) states: 

"When nonfunctional descriptive material is recorded on some computer-readable medium, it is not 
statutory since no requisite functionality is present to satisfy the practical application requirement." 

Claims 17 and 25 currently recite a computer-readable medium and a computer- 
implemented method, respectively. There is no functional relationship imparted upon 
the computer-readable medium by a computing device of claim 17, and conversely, 
there is no functional relationship imparted to the computer-implemented method 
without a computing device executing a computer program stored on a computer- 
readable medium of claim 25. Therefore, the claims are drawn to non-functional 
descriptive material which is non-statutory per se. The fact that the claims recite a 
computer readable medium does not provide utility (i.e., practical application in the 
technological arts) required under 35 U.S.C. §101 for the manufacture. 

Furthermore, claims 25 - 32 are drawn to functional descriptive material NOT 
claimed as residing on a computer readable medium. See MPEP 2106.01 (Functional 
Descriptive Material) which states: 

"Data structures not claimed as embodied in a computer-readable medium are descriptive material per 
se and are not statutory because they are not capable of causing functional change in the computer." 
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"Such claimed data structures do not define any structural or functional interrelationships between the 
data structure and other claimed aspects of the invention which permit the data structures' functionality 
to be realized." 

Claim 25, while defining a computer-implemented method, does not define a 
"computer-readable medium" and is thus non-statutory for that reason. A computer- 
implemented method can range from paper on which the program is written, to a 
program simply contemplated and memorized by a person. The examiner suggests 
amending the claim to embody the program on "computer-readable medium" in order to 

make the claim statutory. 

"In contrast, a claimed computer-readable medium encoded with the data structure defines structural 
and functional interrelationships between the data structure and the computer software and hardware 
components which permit the data structure's functionality to be realized, and is thus statutory." - 
MPEP2106.IV.B.1(a) 

All claims dependent upon these claims suffer the same deficiencies and, 
therefore, are rejected as well. 



Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

15. Claims 1-32 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Bobrow etal. (U.S. Patent No. 6,856,432). 
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Referring to claim 1 , Bobrow discloses a system for processing of electronic 
documents comprising: 

image generating means (see Fig. 1 wherein fax device 50 with scanning 
capabilities [e.g. CCD] is well-known in the art) adapted for generating an electronic 
representation of a paper document (column 9, lines 35 - 40 wherein a user at fax 
device 50 places facsimile message 100 as the cover sheet in order to generate the 
images to be sent), 

the image generating means including means adapted for receiving an 
associated template sheet (see Fig. 6, facsimile cover sheet 100 [column 7, lines 58- 
63]) inclusive of an instruction representative of a desired document processing 
operation (see Fig. 6 wherein the user marks check-boxes 102 - 106, which is 
analogous to an instruction given, to designate processing operations, such as sending 
an e-mail or sending a fax message [column 8, lines 44 - 49 and column 9, lines 10- 
23]), 

optical recognition means (see Figs. 1-2, e-mail/fax server 20 comprising fax 
interpreter 25 [column 8, lines 34 - 43 and column 9, lines 49 - 62]) adapted for 
recognition of the instruction (column 8, lines 23 - 43 wherein an application performs 
OCR operations to interpret the user's handwritten requests and see Fig. 6 wherein fax 
interpreter 25 uses OCR operations to extract information in data glyphs 108 [column 
10, lines 26-33]), 

means (see Fig. 2 wherein processor 21 controls fax interpreter 25 and e-mail 
interpreter 23 such that the received fax message are converted appropriately [column 
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4, lines 41 - 45 and 60 - 65]) adapted for generating an instruction signal in accordance 
with a recognized instruction (see Fig. 6 wherein the fax device 50 detects the user's 
marked check-boxes 102- 106, which designate the desired processing operation [e.g. 
sending e-mail, sending fax message] [column 8, lines 53 - 57 and column 9, lines 49 - 
62]), and 

means (see Fig. 2 wherein processor 21 controls fax interpreter 25 and e-mail 
interpreter 23 such that the received fax message are converted appropriately [column 
4, lines 41-45 and 60 - 65]) adapted for controlling processing of the electronic 
representation of a paper document in accordance with the instruction signal (column 9, 
lines 30 - 35 wherein the fax device 50 sends facsimile message 100 to its intended 
recipients as designated by the markings of the user). 

Referring to claim 2, Bobrow discloses the system further comprising means 
adapted for identifying a location of relevant markings on the template sheet (column 8, 
lines 23 - 43 wherein an application performs OCR operations to interpret the user's 
handwritten requests and see Fig. 6 wherein fax interpreter 25 uses OCR operations to 
extract information in data glyphs 108 [column 10, lines 26 - 33]). 

Referring to claim 3, Bobrow discloses the system further wherein the means 
adapted for identifying a location of relevant markings comprised as at least one of 
check boxes and fill-in boxes (see Fig. 6, check-boxes 102 - 106 [column 8, lines 44 - 
49 and column 9, lines 10- 23]). 
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Referring to claim 4, Bobrow discloses the system further comprising means 
adapted for optically identifying handwritten characters on the template sheet (column 8, 
lines 39 - 48, column 9, lines 10 -24 and 30 - 35). 

Referring to claim 5, Bobrow discloses the system further wherein the instruction 
signal directs routing of the electronic representation of a paper document in 
accordance with the instruction as indicated by optically identified handwritten 
characters (column 8, lines 23 - 43 wherein an application performs OCR operations to 
interpret the user's handwritten requests). 

Referring to claim 6, Bobrow discloses the system further wherein the routing 
includes at least one of electronic mail transmission (see Fig. 6, check-boxes 102 - 104 
[column 9, lines 10- 19]), facsimile transmission (see Fig. 6, check-box 106 [column 9, 
lines 19-24]), FTP transmission, HTML transmission (column 7, lines 6-15 and 
column 10, lines 35-41 wherein the standard file format is HTML), and optical image 
rendering on an associated display (column 10, lines 35-41 wherein the standard file 
formats [i.e. PDF, XTML, GIF, JPEG, etc.] are analogous to an optical image rendering 
for display purposes). 

Referring to claim 7, Bobrow discloses the system further wherein the electronic 
representation of a paper document is routed to at least one of an electronic mail server 
(see Figs. 1-2, e-mail/fax server 20), a document management system (see Figs. 1 - 
2 wherein e-mail/fax server 20 manages system 10 [column 3, lines 20 - 35 and column 
4, line 21 - column 5, line 9]), an image generating device (see Fig. 1 wherein client 
machines 30 include display devices [column 3, lines 36 - 52 and column 3, line 66 - 



Application/Control Number: Page 12 

10/675,688 

Art Unit: 2625 

column 4, line 9J), and an Internet server (see Fig. 1 wherein messages are 
communicated via network 40 and relayed over the Internet, which is a connected web 
of servers [column 3, lines 44 - 49 and column 4, lines 10 - 20]). 

Referring to claim 8, Bobrow discloses the system further comprising verification 
means (see Fig. 2 wherein fax interpreter 25 constructs the electronic version of the 
facsimile cover sheet 100 [see Fig. 6] so that it can subsequently inspect to verify 
proper recipients of the facsimile message) adapted for verifying the desired document 
processing operation (column 7, lines 38 - 57 and column 8, line 65 - column 9, line 9). 

Referring to claims 9-16, the rationale provided in the rejections of claims 1 - 
8, respectively, are incorporated herein. In addition, the systems of claims 1 - 8 
perform the methods of claims 9-16, respectively. 

Referring to claims 17-24, the rationale provided in rejections of claims 9-16, 
respectively, are incorporated herein. The methods of claims 9 - 16 are stored as 
programs of instructions of claims 17-24, respectively, within memory and executed by 
a series of processors (column 3, lines 36 - 65, column 4, lines 21 - 38 and column 5, 
lines 10- 44). 

Referring to claims 25 - 32, the rationale provided in rejections of claims 9-16, 
respectively, are incorporated herein. The methods of claims 9-16 perform the 
computer-implemented procedures of claims 17-24, respectively, within memory and 
executed by a series of processors (column 3, lines 36 - 65, column 4, lines 21-38 
and column 5, lines 10-44). 
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Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Goldstein etal. (U.S. Pre-Grant Publication 2005/0243369) disclose digital 
electronic versions of printed human-discernible content of a printed document and 
software which associates the identity of the paper printed with digital pattern with 
equivalent digital documents (see Abstract and Fig. 8a). 

Alam etal. (U.S. Patent No. 6,104,500) disclose a processor-based fax routing 
method wherein digital data representing a facsimile document is received and uses the 
probabilities computed between the text of the OCR-read name of the addressee and 
the names in a list of possible addressees, and between the OCR-read keywords and 
the keywords in a list, the fax routing method determines an addressee for the 
document (see Abstract and Figs. 1-3 and 5). 

Melen (U.S. Patent No. 6,426,806) discloses a scanning system which routes 
scanned document information to a specified location based on scanned control sheet 
information (see Abstract and Figs. 1-3). 

Brown etal. (U.S. Pre-Grant Publication No. 2004/0252330) disclose a method 
of faxing with a multifunction printer using a control sheet indicative of a set of files 
accessible by the printer such that he control sheet is optically scanned so as to 
recognize marks made by a user which indicate which of at least one files have been 
designated (see Abstract and Figs. 1 and 4-5). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Myles D. Robinson whose telephone number is (571) 

272- 5944. The examiner can normally be reached on M-F 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler L. Haskins can be reached on (571) 272-7406. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
, system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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